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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth 

in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application 

is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 

1.17(e) has been timely paid, the finality of the previous Office action has been withdrawn 

pursuant to 37 CFR 1.114. Applicant's submission filed on 08/13/2009 has been entered. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112- 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 29-35, 37-40, 42-45, 47-48, 50-51, 53-58, 60-62, 64-66, 68-72, 74-75, 77-78, 80- 
81, 83-84, 86-87 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The (OCO)n structural piece is ambiguous. Is the O bound to the Si on the left or the 
N on the right? As stated in In re Zletz, 13 USPQ2d 1320, 1322, "An essential purpose of 
patent examination is to fashion claims that are precise, clear, correct and unambiguous." 
For whichever choice is selected, applicants must show that one skilled in the art could 
have figured out that this choice, and not another, was surely intended. 

The traverse is unpersuasive. The quotation from Solomon v. Kimberly-Clark Corp., 
216 F.3d 1372, 1379, 55 USPQ2d 1279, 1283 is not apt. That was from a discussion of 
standards applying after claims have been issued. As the decision makes clear, during 
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patent prosecution, when there remains the opportunity to repair claims, the standards are 
different. InreBigio, 72 USPQ2d 1209, 1211 held that "a patent applicant has the 
opportunity and responsibility to remove any ambiguity in claim term meaning by 
amending the application." Applicants have not done so. 

Instead, applicants point to US 4868294. That patent does not have the ambiguous 
"(OCO)" wording. Applicants the specification does not says that they use definitions taken 
from that document or any other documents for that matter. 

Applicants must therefore repair the claims and explain why one of ordinary skill in 
the art would have been able to figure out what was correct. 

Claims 29-110 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The phrase, "less than about 10%" (or other numbers) is inherently unclear. For 
example, would that language cover 10.1%? That is not clear. Since it is more than 10%, it 
would seem not. But 10.2% is probably within "about 10%", and 10.1% is less than 10.2%, 
so perhaps it is covered after all. See Ex parte Lee, 31 USPQ 2nd 1105, 1107; Amgen vs. 
Chuggai, 13 USPQ 2nd 1737, 1787; 18 USPQ 2d 1016, 1030. Note that in Cohesive 
Technologies Inc. v. Waters Corp., 88 USPQ2d 1903, the language "greater than about 30 
microns" was held to include 29.01 microns. It is unclear whether applicants actually 
intend the numbers lower than the indicated figure. Deletion of the "about" is suggested 
and would resolve the matter. 
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Claims 60-70 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

These claims are defective. 

A. Claim 60 defines two monovalent moieties, Z-plus with four choices (all bound via 
N atoms), and Z, with 5 completely different choices (all bound via S atom). As written, all 
of these are moieties, with the bond of attachment to the left. The first branch of step c) 
prepares III®. It reacts Z or HZ with IV to give III®. The reaction with HZ is not a 
problem, but the reaction with Z itself does not make sense, because Z is not a compound, it 
is a moiety, i.e. a piece of a compound. One reacts compounds. 

The second branch of step c) prepares Ill(ii), and there are three problems- 

a. IlKii) is defective, because it has an unbalanced charge. Note that this 
problem does not exist in the final product Kii), because there is an anion elsewhere 
(it is a z witter ion). 

b. As with the other branch, the reaction with Z itself does not make sense, 
because Z is not a compound, it is a moiety, i.e. a piece of a compound. 

c. But even using HZ will not work, because IlKii) has Z-plus, not Z. A 
reagent must be employed which has Z-plus, not Z 

B. The formulae III® and Ill(ii) us lower case z, but the definitions have upper case 

Z. 

Claim Objections 
Claim 110 is objected to as an exact duplicate of claim 46. 
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Claim 60 is of improper form. It is an original claim, yet it has what appears to be 
deletion and insertion language in the first line of step c. A clean copy is needed. Likewise 
claim 64, and claim 68. 

Claim 95 is improperly dependent on claim 94, as it does not further limit; it merely 
duplicates the claim. Likewise claims 102 and 109. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark L. Berch whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7^15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see httpV/pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 

9/17/2009 
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